
Trademark Law
Prof. Madison

Today:  Confusion basics

Key concepts from Class 12:

Legal rules and concepts as tools for problem solving.

Mark X for Product (Service) Y.

Infringement basics: use in commerce, likelihood of confusion.

Storytelling and theories of liability.

Evolution of the law to consumer-focus.
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Imagine TM law as a hypothetical lawsuit.

Plaintiffs must plead, then prove, elements of a claim for 

relief:

1 - Ownership of a valid mark (X for Y; don’t forget: goodwill)

2 - Use of the mark by the defendant(s)

3 - In a way that violates a TM entitlement (passing off, 

appropriation of goodwill, likelihood of confusion, dilution) 

(Elvis)

4 - Harm (?) (TM blends (i) tort / unfair competition law & (ii) 

property-ish concepts)
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Section 32 (registered marks):

(1)Any person who shall, without the consent of the registrant —

(a) use in commerce any reproduction, counterfeit, copy, or colorable 
imitation of a registered mark in connection with the sale, offering for sale, 
distribution, or advertising of any goods or services on or in connection with 
which such use is likely to cause confusion, or to cause mistake, or to 
deceive; …

Section 43(a) (unregistered marks, unfair competition):

(a) (1)  Any person who, on or in connection with any goods or services, or 
any container for goods, uses in commerce any word, term, name, symbol, or 
device, or any combination thereof, or any false designation of origin, false or 
misleading description of fact, or false or misleading representation of fact, 
which—(A) is likely to cause confusion, or to cause mistake, or to deceive as 
to the affiliation, connection, or association of such person with another 
person, or as to the origin, sponsorship, or approval of his or her goods, 
services, or commercial activities by another person, …
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Likelihood of confusion: multi-factor tests in each circuit.

Most important factors likely:

• Strength of the owner’s mark [“commercial strength,” 
not Abercrombie strength]

• Similarity of the marks [sight, sound, meaning]
• Similarity of the goods/services [incl. likely expansion by 

mark owner]
• Evidence of “intent” by the accused infringer [intent to 

do what?]
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Copy Cop v.  Task 
Printing

(D. Mass. 1995)

Westinghouse Elec. 
Corp. v. PEK, Inc. 

(TTAB 1974)

Sight, sound, meaning (similarity) exercises 
for design marks:
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Coca-Cola Co. v. Snow Crest Beverages, Inc.
(1st Cir. 1947 )

Sight, sound, meaning (similarity) exercises 
for word marks:

[1]  Coca-Cola v. Sno-Cola
[2] Coca-Cola v. Polar Cola
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Pikle-Rite Co. v. Chicago Pickle Co. (N.D. Ill. 1959)

Sight, sound, meaning (similarity) exercises for 
word marks:  Polka pickles v. Pol-Pak pickles
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Hansen Beverage Co. v. National Beverage Corp. 
(9th Cir. 2007)

Sight, sound, meaning (similarity) exercises for 
trade dress:  MONSTER v. FREEK for energy drinks



8/13 Sight, sound, meaning (similarity) exercises for trade 
dress:  New Belgium Brewing v. Brooklyn Brewery



9/13

Evidence, 
and experts:
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Board of Supervisors for Louisiana State University 
Agricultural & Mechanical College v. Smack Apparel Co. 

(5th Cir. 2008)

Is consumer belief the only real limit 
on the breadth of potential TM 
liability?

What if the deft argues: a finding of 
TM infringement is not consistent with 
the purposes of the TM system?  
Consumer belief about source, 
sponsorship, or affiliation may not 
influence consumer purchasing 
decisions. 

Should the difference matter?
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Boston Professional Hockey Ass’n v. Dallas Cap & Emblem 
Manufacturing (5th Cir. 1975) 

(“Boston Hockey”)

The so-called “merchandising right”:  
Where the product consists of the mark, as in 
the case of sports merchandise, consumers 
may be confused as to the source of the
mark itself rather than source of the good.

In which the precedent set here encourages 
the growth of the sports merchandise 
industry, which in itself is offered as evidence 
of the existence of valid TMs (e.g., Smack 
Apparel) and as justification for finding TM 
infringement in cases against “counterfeiters” 
in order to protect the mark owners’ 
investments (i.e., goodwill).
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(Oakland A’s/Athletics) v. Cape Code Baseball League (Chatham A’s)
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Bavaria, a Dutch brewery, gave 
away orange “Leeuwenhose” 
pants to Dutch fans attending the 
2006 World Cup match between 
the Netherlands and the Ivory 
Coast. This is sometimes called 
“ambush” marketing.

FIFA objected to the “Bavaria” 
beer marketing strategy on 
behalf of its exclusive WC2006 
marketing partner for beer, 
Budweiser.  Fans had to remove 
the shorts before entering the 
stadium.

Is there a likelihood of confusion 
here?  Why?  How?




