
Trademark Law
Prof. Madison

Today:  Confusion basics

Key concepts from Class 13:

Legal rules and concepts as tools for problem solving.

Mark X for Product (Service) Y.

Confusion as to source.

Confusion as to sponsorship or affiliation. 

The merchandising right.



1/7 “Likelihood of confusion” relies on 
implied theories of harm – trademark 
harm.  What kinds of harm should be 
regulated?  Regulated by trademark 
law? Competition law?

Bavaria, a Dutch brewery, gave away 
orange “Leeuwenhose” pants to Dutch 
fans attending the 2006 World Cup 
match between the Netherlands and 
the Ivory Coast. This is sometimes 
called “ambush” marketing.

FIFA objected to the “Bavaria” beer 
marketing strategy on behalf of its 
exclusive WC2006 marketing partner for 
beer, Budweiser.  Fans had to remove 
the shorts before entering the stadium.

Is there a likelihood of confusion here?  
Why?  How?



2/7 Passing off (and “forward” confusion) compared with 

“reverse” confusion and “reverse passing off”:

1. Passing off, palming off, and “forward” confusion:  The 

defendant’s (junior) use of the mark confuses consumers 

because they believe that the plaintiff (the senior user) 

produced the goods/ services offered by the defendant. IOW, 

the defendant is selling its own goods under the plaintiff’s 

mark.  The plaintiff is typically the well-known firm.

2. “Reverse” confusion: The defendant’s (junior) use of the 

mark confuses consumers because they believe that the 

defendant produced the goods/services offered by the 

plaintiff (the senior user).  The defendant is typically the 

better-known firm.

3. “Reverse” passing off: The defendant falsely takes credit for 

goods produced by the plaintiff, by selling the plaintiff’s 

goods (services) under the defendant’s name.



3/7

“Forward” confusion v. “reverse” confusion:

1. Does the Lanham Act apply to both sorts of claims? (A:  yes)

2. Does the plaintiff have to choose one theory of liability v 
another when pleading the complaint? (A: no)

3. Do the LoC factors apply the same way in both sorts of 
cases? (A: no; mark strength is evaluated differently)

4. Are there any “outer limits” to the types of fact patterns 
that might be squeezed into a LoC theory? I.e., alleged 
consumer confusion that fails as a matter of law to meet 
Lanham Act requirements?  So far as we know:  no.

Usual “forward” case:

BIGCO (pltf) v. littleco (deft) 

[stereotypical counterfeiting]

Usual “reverse” case:

littleco (pltf) v. BIGCO (deft) 
[BIGCO swoops in and crushes 
littleco’s emerging market]

(Tip: to tell the difference, don’t focus only on the size of the companies; understand 
the different stories that the plaintiff wants to tell)



4/7

Reverse confusion case 
(consumers think plaintiff’s goods/services originate with deft / 
have a common source with deft’s goods/services)
Apply the LoC factors differently?
• Who is (likely to be) confused, and how (market conditions)?
• Strength of the marks (distinguish conceptual v commercial 

strength; former matters more; [plaintiff’s] [commercially] 
weaker mark is unlikely to favor LoC)

• Intent (to misappropriate the [plaintiff’s] goodwill (unlikely to 
exist)

• Actual confusion (what harm is presented by mistaken 
consumers, and how much weight should be given to this 
evidence?)

Uber Promotions, Inc. v. Uber Technologies, Inc.
(N.D. Fla. 2016)



5/7 Reverse passing off case 

(defendant takes credit (?) for goods / services produced by plaintiff – i.e., 
defendant “passes off” plaintiff’s goods as the defendant’s goods).  Might be a 
“false designation of origin” as a basis for “[reverse] likelihood of confusion,” under 
Section 43(a).

US copyright law provides for a “right of attribution” (right of the author to be given 
explicit credit for the work) only in very rare circumstances.  “Plagiarism” is (usually) 
not illegal.

Can a trademark owner claim rights in TM law that have expired or don’t exist 
under © law?  Twentieth claimed that Dastar was liable for false designation of 
origin (i.e., reverse passing off) for not crediting Twentieth as the “origin” of the 
videos. © law does not require Dastar to do so.

Dastar Corp. v. Twentieth 
Century Fox Film Corp. 

(U.S. 2003)
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Bretford Mfg., Inc. v. Smith System 
Mfg Corp. (7th Cir. 2005)

More possible reverse passing off and 
false designation of origin:

Bretford makes office tables in 
competition with Smith.

In producing a sample to show to 
customers, Smith borrowed a leg 
assembly from a Bretford product but 
didn’t tell the customer about the 
“origin” of the legs.

Is Smith liable for “reverse passing off” 
under Section 43(a) of the Lanham Act?



7/7 1. On the original album cover, the skin of the banana 
could be peeled off, revealing a pinkish painted 
image of a raw …  banana.

2. Because no proper copyright notice appeared, the 
image is in the public domain.

3. The image becomes associated with the Velvet 
Underground, a band led by Lou Reed.

The Velvet Underground [Lou Reed] v. The Andy 
Warhol Foundation (case filed 2012, settled 2013):  
The band claimed that the Warhol Foundation’s 
licensing the banana image to a maker of smart 
phone cases violated the band’s trademark.   Is the 
mark valid? Does Dastar bar the claim?

The band had a TM registration in the banana image, for live 
musical performances (issued 1994; first use in commerce = 
1966), but it was cancelled in 2001 for non-use.  In 2004, the 
band licensed the mark to Absolut Vodka for use in a 
magazine ad.




