
Trademark Law
Prof. Madison

Today:  Offensive trademarks

Key concepts from Class 7:

Legal rules and concepts as tools for problem solving.

Mark X for Product (Service) Y.

Bars to protection.

Aesthetic functionality.

Defining the product / service, defining the market(s).
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(Thanks, Tipper Gore.)
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Lanham Act § 2(a) (15 U.S.C. § 1052):
No trademark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused 
registration on the principal register on account of its nature 
unless it— …”

(a) Consists of or comprises immoral, deceptive, or 
scandalous matter; or matter which may disparage or 
falsely suggest a connection with persons, living or dead, 
institutions, beliefs, or national symbols, or bring them 
into contempt, or disrepute; ….

Lanham Act § 43 (15 U.S.C. § 1025) has no complementary 
provision relative to unregistered trademarks.



3/12 What role should (TM law) (1A law) play relative to brands / logos 
/ images that are considered offensive and harmful?

Pro and college mascots
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Product branding



Mel Brooks, playing in 
the parody Western 
Blazing Saddles 
(1974)

Chief Dan George, 
playing in the 
postmodern Western 
Little Big Man (1970)
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Popular culture
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S.F. Arts & 
Athletics, Inc. v. 

USOC
(U.S. 1987)

A history of government-sanctioned censorship?
Upholding federal statute that grants the USOC 
exclusive rights in the word “Olympic,” regardless of 
whether other uses cause confusion; no Constitutional 
violation because USOC is not a governmental actor.
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[This was the law] Marks that “may disparage” cannot 
be registered:

[1] Determine the meaning of the mark [remember: 
“primary significance of the mark” standard; anti-
dissection rule] 
Consider: What does the mark denote (refer to)? Also: 
What does the mark connote (mean, or signify)?

[2] In view of the likely meaning, may the matter be 
perceived as disparaging by the object 
group/individual?

[What’s the law now?]
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Potential problems:
1. Viewpoint discrimination? 

[government 
providing/denying benefits 
based on the content of 
private speech?]

2. Vagueness/ 
administrability?

From Judge Moore’s opinion in 
In re Tam (Federal Circuit):

• Refused: HAVE YOU HEARD 
SATAN IS A REPUBLICAN 
(refused)

• Published (potentially 
registrable): THE DEVIL IS A 
DEMOCRAT

• Registered 3 times, refused
twice): FAGDOG

• Refused: FAG FOREVER A 
GENIUS! 

• Registered: F*A*G FABULOUS 
AND GAY

• Registered: DANGEROUS 
NEGRO
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Should The Slants be registrable for 
live music / entertainment services?

[1] commercial tort law vs 
[2] First Amendment law vs 
[3] social interests re branding 
(diversity of subjective reactions, 
range of interests and concerns re 
role of “claiming” and “reclaiming” 
identity in broader society).

Does it matter that the band 
members are all of Asian / Pacific 
Islander descent? Matal v. Tam 

(U.S. 2017)
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[This was the law] “Scandalous” and “immoral” marks 
cannot registered:

[1] Determine the meaning of the mark [remember: 
“primary significance of the mark” standard; anti-
dissection rule] Consider: What does the mark 
denote (refer to)? Also: What does the mark 
connote (mean, or signify)?

[2] In view of the likely meaning, is it scandalous [or 
immoral] to a substantial composite of the general 
public?

[What’s the law now?]



Attempts to register “Jesus” for clothing (jeans) have been 
rejected on “moral” grounds in Britain, Turkey, China, Switzerland, 
Australia, Norway, and Cuba. “Jesus” is registered as a 
“Community Trademark” in the EU.
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Sometimes the government cannot
regulate offensive speech that 

circulates in public places. Cohen v. 
California (U.S. 1971)

Sometimes the government can
regulate offensive speech that 

circulates in public places. FCC v. 
Pacifica Foundation (U.S. 1978)
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?? Iancu v. Brunetti (U.S. 2019) ??




