
Trademark Law
Prof. Madison

Today:  Use of a mark as a prerequisite to protection

Key concepts from Class 8:

Legal rules and concepts as tools for problem solving.

Mark X for Product (Service) Y.

Bars to protection.

Conflicts and reconciliation (?) between TM law and law of 

freedom of expression (look ahead to dilution).
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Trademark law requires:

Bona fide use in commerce in order for a trademark 
owner to establish validity and priority of the (distinctive) 
mark.

[Why?] [Compare “abandonment” doctrine, “naked 
licensing,” and “assignments in gross”]

How must the mark be used?

When must the mark be used, and 

By whom must the mark be used?
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Lanham Act § 1 (15 U.S.C. § 1051):
(a) Application for use of trademark
(1) The owner of a trademark used in commerce may 
request registration of its trademark on the principal 
register hereby established by paying the prescribed fee 
and filing in the Patent and Trademark Office an 
application and a verified statement, in such form as may 
be prescribed by the Director, and such number of 
specimens or facsimiles of the mark as used as may be 
required by the Director.  

[If the “filing basis” is Section 1(a), then the application 
results in a “use-based registration.”]
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The term “use in commerce” means the bona fide use of a mark 
in the ordinary course of trade, and not made merely to reserve 
a right in a mark. For purposes of this chapter, a mark shall be 
deemed to be in use in commerce—
(1) on goods when— (A) it is placed in any manner on the goods 
or their containers or the displays associated therewith or on 
the tags or labels affixed thereto, or if the nature of the goods 
makes such placement impracticable, then on documents 
associated with the goods or their sale, and (B) the goods are 
sold or transported in commerce, and 
(2) on services when it is used or displayed in the sale or 
advertising of services and the services are rendered in 
commerce, or the services are rendered in more than one State 
or in the United States and a foreign country and the person 
rendering the services is engaged in commerce in connection 
with the services.
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For registered marks:
Aycock organized an air taxi business but never flew any 
passengers.  His AIRFLITE mark was registered on the 
Supplemental Register.  Airflite petitioned for cancellation of 
the mark; the court granted the request, based on Aycock not 
having used the mark. 
How could the applicant (Aycock Engineering) have avoided 
this problem?

Aycock Engineering, 
Inc. v. Airflite, Inc. 

(Fed. Cir. 2009)
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Does offering a service or offering to sell goods, without 
actually providing a service or actually selling any 
merchandise, constitute “use” of the mark in commerce 
sufficient for the applicant to meet the use requirement?

Couture v. 
Playdom, Inc. 

(Fed. Cir. 2015)

Did the mark owner adopt the mark? And
Did the mark owner use the mark in a way that is sufficiently 
public to identify or distinguish the goods or services in an 
appropriate segment of the public mind?

Don’t forget:  Mark X for product Y.  What’s the mark?  
What’s the product?  Who are the customers?
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UNIX-based software was distributed for free under the 
CoolMail mark (by Darrah, predecessor to PMI).  Later, 
Techsplosion offered an email service under the CoolMail
mark.  PM sued Techsplosion. 
Techsplosion argued that PMI (Darrah) did not use the 
mark in commerce. 

Court:  For this unregistered mark, distribution of 
freeware under an open source license constitutes use in 
commerce, even though software users did not pay for 
the product.  

Nb. courts may “balance the equities” in priority cases 
like this one; the totality of the circumstances is often 
invoked as the standard; “bona fide” use is required.  
Why?

Planetary 
Motion, 

Inc. v. 
Techsplosi

on, Inc. 
(11th Cir. 

2001)
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“Tacking”:  IBM can preserve the priority date of the mark 
at left, when it adopts the mark at right, because these 
convey the same, continuing commercial impression.

Deft:

One Industries, LLC v. O’Neal Distributing, Inc. 
(9th Cir. 2009)
Can One Industries “tack” its use of the 2003 “One” 
mark for motocross apparel and accessories to its 
earlier 1997 mark?  The defendant’s use of the 
infringing mark began in 2003 before the plaintiff 
adopted its 2003 mark.

Pltf? (wins!): Or Pltf? (loses!):
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Forms of constructive use 
(TM rights can be valid before actual use begins):

[1] Analogous Use [this is rare – would Aycock count?]
[2] Surrogate Use [this is rare]
[3] Foreign Use [also relatively rare] [more in the future!]
[4] Intent to Use applications (“ITU”) 
15 U.S.C. §§ 1051(1)(b) & 1057 (Section 7) [these are 
common – about ½ of applications; a large number do not 
result in registrations] [more in the future!]
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Surrogacy: Whose use?
Who owns the (trademark in the) name of a band?
Performers … or producers?  
Ownership track use. Meaning: Who created the goodwill?  
The public identification with the name?
Boogie Kings v. Guillory (La. Ct. App. 1966) (former band 
member performing under same band name?)
Bell v. Streetwise Records (D. Mass. 1986) (promoter for New 
Edition); In re Eric Burdon (UK Trademarks Office 2013) 
(former original band member)



Fan-produced shirt sold before 
production of LA Dodgers version

LA Dodgers merchandise first 
offered after fan sale

Surrogacy: Whose use?
Is “Los Doyers” registrable by the LA Dodgers for apparel? 
How is it (was it) used in commerce, if at all?  (When? By 
whom?) Can the Dodgers use the registration to stop sales 
by fans?
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